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DETAILED ACTION 

1 . All outstanding objections and rejections, except for those maintained below, are 
withdrawn in light of applicant's amendment filed on 8/22/2008 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior office action. 

3. The new grounds of rejection set forth below are necessitated by applicant's amendment 
filed on 8/22/2008. In particular, claims 13-21 are new. Thus, the following action is properly 
made final. 



Claim Rejections - 35 USC §103 
4. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Scholl et al 
(US 5,663,226, cited on IDS dated 12/3/2004). 

Scholl et al discloses rubber mixtures for use in tires (abstract) comprising rubber such as 
natural rubber (i.e., diene rubber) (col. 5, lines 39-59); 0.1-10 wt % reinforcing additives of the 
formula (RO) 3 SiCH 2 CH 2 CH 2 — (S x — CH 2 CH 2 ) n — S x — CH 2 CH 2 CH 2 Si(OR) 3 wherein x = 1-6 
and n = 1-10 (col. 2, lines 21-30); and 0-150 wt % filler such as silica having a BET surface area 
of preferably 20-400 m 2 /g (col. 4, lines 44-67). 

Scholl et al fails (i) to disclose a reinforcing additive having the presently claimed 
formulae (III) or (IV); (ii) to disclose a reinforcing additive of formula (I) and formula (IV) 
having decylene or phenylene groups; (iii) to disclose the purity of the reinforcing additive; and 
(iv) to disclose a tire tread. 
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With respect to (i), regarding formula (III), the formula taught by Scholl et al reads on it 
when x = 1-3 and n = 2. Regarding formula (IV), the formula taught by Scholl et al reads on it 
when x = 1-3 and n = 3. 

Given that some of the embodiments taught of the formula taught by Scholl et al read on 
the instantly claimed formulae (III) and (IV), it would have been obvious to one of ordinary skill 
in the art at the invention to prepare a rubber composition comprising a reinforcing additive like 
taught by Scholl et al, absent evidence of unexpected or surprising results that is reasonably 
commensurate in scope with the scope of the claims. 

With respect to (ii), Scholl et al's formula (I) in col. 1, line 43 discloses that X 1 can be 
alkylene groups, X 2 group can be C1-C12 alkyl (i.e., includes decylene), and that Y can be Ci-Cig 
alkyl (i.e., includes decylene) or aromatic C6-C12 aryl groups. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of invention to utilize decylene or phenylene 
groups in the reinforcing additive formula given that Scholl et al teaches such. 

With respect to (iii), Scholl et al teaches that the reinforcing is vacuum filtered after being 
prepared (col. 7, lines 19-20). Given that Scholl et al teaches a purification step, it would have 
been obvious to one of ordinary skill in the art to prepare a reinforcing additive having the 
presently claimed purity. 

With respect to (iv), Scholl et al teaches that its composition is used in tires and that the 
composition has excellent abrasion and skid resistance (abstract). Given that Scholl et al teaches 
the use of the composition in tires and further given the excellent abrasion and skin resistance 
properties (i.e., properties very useful in forming a tire tread which has contact with the ground), 
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it would have been obvious to one of ordinary skill in the art at the time of invention to use the 
composition taught by Scholl et al in a tire tread. 



Response to Arguments 

Applicant's arguments filed 8/22/2008 have been fully considered but they are not 
persuasive. Specifically, applicant argues (A) that m in formula (I) is limited to 1-2; (B) that a 
silane compound of the present invention can unexpectedly improved processability of a rubber 
composition; and (C) that Scholl does not disclose a decylene or phenylene group as R 5 . 

With respect to argument (A), Scholl teaches that n (i.e., m in the present invention) can 
be 1-10. A range of 1-10 overlaps and has a shared endpoint with 1-2. 

With respect to argument (B), the data in the specification as originally filed has been 
fully considered, however, it is insufficient to establish unexpected results for three reasons. 
First, the comparison of comparative example 4 to examples 5 or 8 is improper given that the 
purity of the silane in comparative example 4 is 54.0% which is about 30 % less than the purity 
of the inventive examples. Therefore, it is not possible to tell whether the differences in scorch 
time are due to the purity or due to the m and x values. Second, the comparison of comparative 
example 3 to other examples is a proper side-by-side comparison, however, the data is 
insufficient to establish unexpected results given that the data is not reasonably commensurate in 
scope with the scope of the claims. Case law holds that evidence is insufficient to rebut a prima 
facie case if not commensurate in scope with the claimed invention. In re Grasselli, 713 F. 2d 
731, 741, 218 USPQ 769, 777 (Fed. Cir. 1983). Specifically, the exemplified silane compounds 
(SE2, SE5, SE8, SE10, and SE1 1) only include R 6 , R 7 , R 8 , R 9 , and R 10 that are hexylene or 
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decylene, wherein the claimed groups can be any group with 1-20 carbon atoms. Case law holds 
that evidence of superior properties in one species insufficient to establish the nonobviousness of 
a subgenus containing hundreds of compounds. In re Greenfield, 571 F.2d 1 185, 1 189, 197 
USPQ 227, 230 (CCPA 1978). Furthermore, the amount of silane compound relative to silica is 
not reasonably commensurate in scope with the scope of the claims given that amount of 
exemplified silane compound is about 7.5 parts by weight and the claimed amount is 1-30 parts 
by weight. Case law holds that whether the unexpected results are the result of unexpectedly 
improved results or a property not taught by the prior art, the "objective evidence of 
nonobviousness must be commensurate in scope with the claims which the evidence is offered to 
support." In other words, the showing of unexpected results must be reviewed to see if the 
results occur over the entire claimed range (i.e., scope). In re Clemens, 622 F.2d 1029, 1036, 
206 USPQ 289, 296 (CCPA 1980), MPEP 716.02(d). Third, there does not seem to be a 
significant difference between example 1 and example 2 which a silane compound of formula (I) 
with R 4 of formula (II) having a decylene as R 5 as compared to a silane compound with hexylene 
as R 5 to establish criticality of decylene or hexylene in formula (II). 

With respect to argument (C), Scholl et al's formula (I) in col. 1, line 43 which shows 
that the alkylene groups in the formula can be X 1 and X 2 groups can be C1-C12 alkyl (i.e., 
includes decylene) and that Y can be Ci-Cig alkyl (i.e., includes decylene) or aromatic C 6 -Ci 2 
aryl groups. Therefore, it would have been obvious to one of ordinary skill in the art at the time 
of invention to utilize decylene or phenylene groups in the reinforcing additive formula given 
that Scholl et al teaches each. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vickey Ronesi whose telephone number is (571) 272-2701 . The 
examiner can normally be reached on Monday - Friday, 8:30 a.m. - 5:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



11/12/2008 
Vickey Ronesi 

/V. RJ 

Examiner, Art Unit 1796 
/Vasu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1796 



